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Court of CuBtomfl and Patent Appeals 

In Da Lajabte 
Appl. No, 7287 Decided Nov. 6, 1064 

PATENTS 

1, Claims — "Comprising," 4, Conftistmg,» 
etc (g 20.3(0 

Patontabillty— Composition of matter 
(g 51,30) 

Where claims are directed to glass 
composition and applicant contends that 
two modifying components in reference 
composition are excluded by claim's 
words "consisting essentially of," ap- 
plicant has burden of showing the basic 
Or novel characteristics of his glass* 
i.e„ of showing 1 that introduction of 


& specification and claims the great in- 
crease in desired properties resulting 
from his Blase, 

2. Patentabilrty-^mposHion of mat- 
ter (§51.30) 

Pleading and practice in Patent Office 
—In general (8 54.1) 

In total absence of evidence to in* 
dicate that glass disclosed by reference 
would be expected to have desirable 
insulating properties, there is no justifi- 
cation for placing burden on applicant 
to conduct experiments to determine in- 
sulating properties of sue)} £l** B L 
cannot be assumed that small differ- 
ences between reference's glass and ap- 


Division 66\ From decision rejecting! 
claims 5 and 11, applicant appeals. 
versed* & 
John L. Sjfymoub and Bauer & &st+j 

moub. both of New York, N.Y., f<*j 

appellant. t& 
Clarence W. Moorh (George G. Rofcyf 

uxno of counsel) for Commissioner;:? 

of Patents. 

Before Rich, Acting Chief JudgeJ 
Martin, Smith, and Almond, Aasora 
date Judges, and KmxFATBic*;:f 
Judge** 

Almond, Judge* 

Stephana Dufaure De Lajarte appeals^ 
from a decision of the Board of Appeals" 
affirming the examiner's rejection of all 3 
of the claims in appellant's applies- 5 
ticn 1 f o* a glass composition. 

The rejected claims 5 and 11 read M { 
follows: 

5* Electrically insulating glass hav-' 
in* a composition consisting essen-i 
tially of the following constituents fiO, 
per cent by weight 4 
SiOi 66.8 


FetOa 

MnO 

OaO 

MgO 

BaO 

Ne*0 


8.0 

1.6 

0,6 

9 

4 

8 

8 

4 


said glass having resistance to per-, 
f oration equivalent to at least about j 
SB KV in a plate 500 x 500 x 


ences between reference's glass and ap- ft _ v »r» nlato SOft x 500 x 7J;l 
*w m. #l» Hft hAa basic and novel ternating current. _ , 


that his glass has basic and novel 
properties, applicant has met his burden, 

3. Patentability^Cbmpofiition of matter 

Specification — Sufficiency of disclo- 
sure (§62.7) 

Cases cited in support of position that, 
in order for range claimed by appli- 
cant tc be oriUoftL a«ay*A mnnt be dia- 
closcd as being critical, are not appli- 
cable in instant case since issue in- 
volved is anticipation under 85 U.S.C. 
10S> not obviousness. 

Particular patents — Glass 

De Lajarte, Glass Compositions! claims 
5 and 11 of application allowed. . 

Appeal from Board of Appeals of the 
Patent Office. 

Application for patent of Stephens 
Dufaure De Lajarte, Serial No. 669,- 
956, filed July 5, 1957; Patent Office 


11. Electrically resistant glass, in j 
particular for glass insulators, havinrf 
a resistance to perforation equivalent » 
to at least about 20 K.V, in a plate L 
500 x 600 x 7 mm. at 200° Cm unde*^ 
sine wave current of 50 periods, ancL^ 7 
having a composition consisting es?^ 
sentially of 


cent^ 


SiG* + ALO* , 68-75 wt. psr^ 
of which AUOf is al- — 
ways present and is 
lower than &% 


Na, 4- K»0 ^ t 
of which &0 is 


12-15% 
1- 4% 


♦United States Senior Judge for _tp*% 
Eastern Z " *" 
nated to 

Judge Work*,, r « — i ... 

section 294(d), Titte aa, T&tea states rj 
Code. 

1 Serial No. 659,956, mod July 5, 195V 
for "Glass Compositions/' 


%rid NaaO is not 
-^over 

nd NaaO ia not 
over 


11% when AUO» * 
is less than ; 
49b ; 


so; 


fetal 


l%% when ALO, 
is greater than 

. _ from the 

p consisting of 
, MgO, and BaO 12-16% 
which CaO and 
Q are present 
and CaO is in the 
L ge 7-12% 
oxides of the 
of BiO* Fe»Oi, 
„. TiQ#, FbO, 
O, ZnO + fluor- 0- S% 
compounds 
„ellant indicates that the intended 
;of his glass is as an electrical in- 
h ir. Glass suitable for such use must 
high resistance to perforation by 
^voltage electric current, particul&T- 
Ifhen the glass is hot Appellant states 
insulator glass must also maintain 
i&ietivity at high temperatures, have 
.Chemical durability under conditions 
and be free of devitrified or crys- 
particles. He alleges that a glass 
.„ all of the desired properties can 
itemed by making a glass having the 
ibsition set forth in the claims. It 
seen from 11 that a rather in- 
relationship between compe- 
ls specified. For example, the 
it of ALO* present must ne below 
it not until the exact amount f 
is determined can the limits on 
and NaaO be set* The amount of 
may vary from 1 to 4% but the 
issible range of KaO is not deter- 
1 until the amount of NajO is es- 
jhed. 4 

his application, appellant compares 
is described as "a prior art glass 
standard composition for electrical 
stors" with glasses which conform 
composition set forth in the 
The prior art glass contains 
l.Stt AUO*. 14.59& Na*O t 
KaO, 11.8 % CaO, 1.5% MgO, 1.39b 
„ . , and 0.6% MaO. It can be seen 
it. this composition varies from that 
forth in claim 11 in containing more 
i 11% Na^O and less than 1% K.O, 
-prior art glass had a resistance to 
loration of 14 KV in a plate 600 x 
7mm. ( at £00* C-, under 50 cycle 
ting current. The three glasses 
compositions according to the 
have resistances of 24.5 KV, 31 
id 36 KV. 
sole reference is: 
Xyla 2,443,142 June 8, 1948 


Off. 


5» 


vbut 


m 


tie 


and 
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Division 6& Prom decision rejed 
claims 5 and 11, applicant appeal*/ 
versed- 

John L, Seymour and BAVEa & 

MOVR. both of New York, N.Y., 
* appellant. 

Clarence W. Moore < George G. 
MING of counsel) for Committal 
of Patents. 

Before BlCH, Acting Chief Ju 
Martin, Smith, and Almond, 
ci to Judges* and SiSKFATfO^ 
Judge.* 

Almond, Judge* 

Stephana Dufaure De La j arte appe 
from a decision of the Board of Appe 
affirming the examiner's rejection o|;j 
of the claims in appellant's app' 1 * 
tion 1 for a glass composition* 

The rejected claims 5 and 11 read -5 
foUows: 

5. Electrically insulating glass 

ing a composition consisting esttijjj 

tially of the following constituents^ 

per cent by weight 

SiO, 66$ 

BA 

A1.0, 

Fe*0, l.f 
MnO 01 
CaO 

MgO 4. 
BcTO 3; 
Na,0 Sj 

X,0 4:': 

said glass having resistance to 
foration equivalent to at least aet 
36 KV in a plate 500 X 600 a 
mm., at 200* C., under 50 cycle. ^ 
tarnating current 

Electrically resistant elass>3j 
cular for glass insulators, hatp 
csifitauics to perforation eauiv ~ 
jeast about 20 K.V. in a 
500 jc 7 m at 200° C, v 
ent of £0 periods, 
^position consisting ; 

entially of 
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hfeh 


68-76 Wt 


of which AlxG, Sa al- 
ways present and is 
lower than 8% 

Nat + EiO 12-15% 
of wiiich K s O Is 1- 4% 

•United States Senior Judge for -: 
Eastern District ol Pennsylvania, de. 
noted to participate in place of ** 

Judge Woney. pursuant to_pro' 

Section 2&4(d>. Title 28, United Sfa 
code. 

i%riai no. fieajss. filed July 5, 
for "Glass Campoaitlon& M 


and Na*0 is not 
Over 11% when AloO* 

fe leas than 


and NasO 
orer 


is not 


18% when AI«0« 
is greater than 
4% 


members from the 

group consisting of 
aO, MgO, and BaO 13-16 % 
of which CaO and 
BaO are present 
and GaO is in the 
range 7-12% 
Metal oxides of the 
type of BiO% Fe.O*, 
ZrO* TiOfc PbO, 
MnO, ZnO + fluor- 0- 5% 
hie compounds 

Appellant indicates that the intended 
use of his glass is as an electrical in- 
sulator. Glass suitable for such naa must 
have high resistance to perforation by 
high-voltage electric current, particular- 
ly when the glass is hot. Appellant states 
that insulator glass must also maintain 
its resistivity at high temperatures, have 
good chemical durability under conditions 
of use and be free of devitrif fed or crys- 
talline particles. He alleges that a glass 
having all. of the deeirea properties can 
he obtained by making a glass having the 
composition set forth in the claims. It 
can be seen from 11 that & rather in- 
tricate relationship between coiupo* 
nents is specified. For example, the 
amount of AljOf present must be below 
S% but not until the exact amount of 
AlaOt is determined can the limits on 
SiOi and Na*0 be set. The amount of 
KiO may vary from 1 to 4% but the 
permissible range of K»0 is not deter- 
mined until the amount of Na«0 is es- 
tablished. 

In bis application! appellant compares 
what is described as "a prior art glass 
of a standard composition for electrical 
insulators" with glasses which conform 
to the composition set forth in the 
claims. The prior art glass contains 
69% SiOo, 1.5% 14.5% Na»0, 

0.8% £0, 11.3% CaO, 1.5% MgO, 1,3% 
Fe s O», and 0.6% MnO. It can be seen 
that this composition varies from that 
&et forth in claim 11 in containing more 
than 11% Na,0 and less than 1% K»Q. 
The prior art glass had a resistance to 
perforation of 14 EV in a plate 500 x 
500 x 7mm*. at 200" C., under 50 cycle 
alternating current The three glasses 
having compositions according to the 
claims have resistances of 24.5 KV, 31 
XV, and 86 KV. 

The aolfi reference Is: 

Lyle 2,443,142 June 8, 1048 


The stated object of Lyle is to pro* 
duce an amber glass of pleasing color 
and good chemical durability* Amber 
color is obtained by the addition of car- 
bon and sulfur. Lyle states that: 

Prior amber glass of the reduced 
or carbon- sulfur is notoriously un- 
stable and such stability as is attained 
is often transitory. This is tq be ex- 
pected from the combustibility of the 
basic coloring materials, carbon and 
sulfur. Consequently, such glass, 
which is properly colored when part* 
tally melted, may lose color and may 
blister and foam as melting and fin- 
ing proceeds and may become unfit 
for use if held very long at high tern* 
peratures. 

To solve this problem, Lyle uses a 
composition having the fallowing re- 
lation: S— £N-K where S is the weight 
percentage of siliea, is the weight 
percentage of alkali and K is a constant 
ranging from 45 to 60. In Table I Lyle 
sets forth several examples of his amber 

glass including the following composi- 
te! 


SiO* 

CaO 
MgO 
BaO 

NaiO, KiO 

CaF, 

Fe*0» 


?0.0% 

3.6 

7.3 

5.2 

1.0 
13.0 

1.0 

0.041 


The above glass was made from a batch 
having the following composition; 
A 


Sand 

HawDo^mite 
NepheHne Syenite 
Barytas 
Fluorspar 
Powdered Char- 
coal 


200.0 
55.3 
79.3 
48.8 

e,o 

1.0 


Lyle states that the percentages of sul* 
fur and carbon were omitted from Table 
I and that sulfur fa A was supplied 
by barytea in the batch. 

The examiner, in his letter Of May 8. 
1958, stated that Lyle "teaches a glass 
composition consisting essentially of the 
same oxides and proportions as claimed 
to applicant, note Table I, composition A 
* * *. The examiner contended in the 
Final Rejection of November 18. 1959 
and in his Answer that the claims were 
directly readable on the composition of 
Lyle. This language would seem to in- 
dicate that the statutory basis of the 
rejection is 35 U.3.C. 102. The board. 
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however, talked about critical difference 
which could indicate 103. The solicitor, 
at oral argument, declared that he did 
not know what the ground of rejection 
was and refused to rely upon either 35 
U.S,C. 108 or 103 alone. Apparently, 
then, both sections must be considered. 

The examiner's intended rejection was 
apparently a "102 rejection/' despite 
the actual differences which exist "be- 
tween Lyle and the claimed composition. 
In the Examiner's Answer, the 1% KtO 
limitation of the claims was treated as 
follows: 

The composition of Lylo would in- 
clude the proportional limitation re- 
lationship of KjO and Na*0 as raited 
in appellant's claim since it is noted 
Sn Table II, Composition A, that neph- 
eline syenite is employed as the raw 
hatch constituent for snp&lyinff Kop 
in the final glass composition A, Table 
I, In the analysis of nephelme syenite, 
KoO is present m amounts of more 
than 

Therefore, tn Isle's composition, 
ainee -05 of the combined NaiO and 
KtO total is K*0, the amount of KiO 
is calculated to be about 1 percent of 
the total glass composition, .thus fall- 
ing within the range limitation of 
KiO (1-4%) recited in appellant's 
claims. 

The fact that Lyle contains sulfur and 
carbon in addition to the components 
specified by the claims waa not com- 
mented upon by the examiner. 

The Board of Appeals affirmed the ex- 
aminer but admitted that Lyle did not 
necessarily disclose a glass containing 
1% KsO in stating: 

We note that Lyle discloses, partic- 
ularly in Example A (table II in 
column 3), that a substantial amount 
of nepheline syenite Is employed in 
preparing the glass. Although it can- 
not be regarded as certain as to ex- 
actly how much potassium is intro- 
duced into the glass composition there- 
by, there does not appear to be any 
*4oubt that the glass composition 
includes potcvsftfam. Wo find nt> evi- 
dence that herei is any critical dif- 
ference between the amount of potas- 
sium in the glass compositions of Lyle 
* and the minimum of 1% specified in 
claim 11. 

The board, as did the examiner, failed 
to comment upon the sulfur present in 
Lyle's composition* With regard to car- 
bon, the board stated: 

lyle discloses that a very small 
amount of carbon, less than Vfe of lft f 
is employed in the preparation of his 
glass composition A. In our opinion, 


it would not be expected that the 
presence of this small amount of car* 
bon would substantially alter the 
electrical resistance of the glass com* 
position. Claim 11 which recites "con- 
sisting essentially" the named in. 
gradients does not exclude small 
amounts of other materials which do 
not change the essential character of 
the composition. In our opinion, it 
must also be considered that some of 
the charcoal employed bjr Lyle may 
be lost due to atmospheric- oxidation 
during the preparation of the final 
glass. In the absence of a factual 
showing of a critical difference in the 
electrical resistance of applicant's 
glass composition as compared to that 
of the compositions taught by Lyle, 
we are of the view that claim 11 dosa 
not patent&bly distinguish from the 
reference* 

[1] Appellant contends that his 
claims are not anticipated by the lyle 
reference because (1) Lyle's composition 
contains sulfur and carbon which are 
excluded from appellant's composition 
by the words "consisting essentially of" 
and (2) Lyle's composition does not meet 
the 1% KjO limitation recited in ap- 
pellant's claims. We will first consider 
the carbon and sulfur question. Appellant 
and the solicitor agree that the issue is 
whether the introduction of sulfur and 
carbon would materially change the 
characteristics of appellant's insulating 
glass. The solicitor would nut the bur- 
den of showing a material change on 
the appellant. The effect of "consisting 
essentially of" was considered in In re 
Janaldrama-BaOj^W CCPA 1312 6 317 
F.2d 951, 187 USPQ 898, where, as in the 
present case, the claims were directed to a 
glass composition and the reference con- 
tained some modifying components in 
addition to those claimed by appellant 
The court found that appellant's glass 
had no basic or novel characteristics and 
thus did not distinguish over the ref- 
erence. Thus, here appellant has the 
burden of showing; the basic or novel 
characteristics of his insulating glass. 
He has met his burden by pointing out 
In his specification and claims the grot 
increase in resistance to perforation 
resulting from his composition. 

The Board of Appeals and the soHeij 
tor contend that appeUant has furnished 
no evidence that a critical difference^ 
appellant's emphasised characteristics 
would result from the introduction of 
small amounts of Lyle's coloring agents, 
charcoal and sulfur* It is not clear what 
evidence they would require. The solic- 
itor has noted that an affidavit which 
the board did not consider contains 
nothing significant on this issue. It may 


implied that the Patent Office would 
duire appellant to duplicate the Lyle 
ass and compare its resistance to per- 
oration with that of appellant's glass, 
hfci In the total absence of evidence 
i record to indicate that the amber 
disclosed by Itfle would be ex- 
_i to have desirable electrical in* 
.sting properties, we can find no 
ratification for placing the burden on 
gplicant to conduct experiments to de* 
[rmine the insulating properties of the 
lored glass disclosed by Lyle, AU 
" £h there are only very slight dif- 
fuses between the Lyle composition 
. that sought to be patented, we can- 
assume that these small differences 
j incapable of causing a difference 
properties. Appellant, in showing 
at his glass has basic and novel prop- 
ties (at least as far as the record Is 
seemed), would appear to have met 
burden* 

C An other difference between app el- 
l's glass and the Lyle glass is the 
~ content Claim 11 calls for 1 to 
m X«0. Lyle uses nenhehne syenite, 
EsO'cemtaining rock, in forming his 
ta&fj. The amount of K*0 in the neph- 
s syenite apparently may vary 
^tly and thus it is impossible to say 
st how much KiO is present in the 
JU composition* Appellant contends 
hat at least one type of nepheline sy- 
It* will introduce only 0.6% K.0 into 
,e composition. The solicitor appar- 
sitly concedes that the amount of K»0 
'uncertain. His position is. however, 
it even 0,6% is enough to meet the 
ms because there is no proof that 
„ range of 1 to 4% is critical. There 
no indication in the record that the 
wniner ever questioned the criticality 
»4 the range. The question was appar- 
ently first raised by the board* After 
\ board's decision, appellant filed an 
__idavit attempting to establish the 
gdticality of the 1-4% range. The board 
""used to consider the affidavit on the 
sis that no new rejection had been 
is and that the affidavit was not 
d in time. The appellant does not 
jute that ruling here. 
£JS] In support of his position that 
order for a claimed range to be crit- 
a! the range must be disclosed as being 
.jitieal, the solicitor cites In re Bout- 
ion, 44 CCPA 740, 240 F-£d 858, 112 
KSPQ 323; In re Salmi et al., S3 CCPA 
187, 158 P.2d 96, 70 USPQ 197} In re 
Siitton, 28 CCPA 726, 115 F.2d 249, 47 
(BPQ 265; In re Honnig, 39 CCPA 740, 
S F.2d 191, 92 USPQ 185; In re Sboe- 
Ucer, 28 CCPA 1083, S3 F.2d 238, 29 
5PQ 209; and In re Greider, 29 CCPA 
J79, 129 F.2d 568, 54 USPQ 189. In 
Spurdon, Britton and Shoemaker, the 
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it would not b« expected that" 
presence of this small amount of < 
boa would substantially alter ^ 
electrical resistance of the glass 6o& 
position. Claim 11 which recites "col 
sisting essentially" the named; if 
gradients does not exclude Bma 
amounts of other materials which^" 
not change the essential character, l 
the composition* In our opinion^ 
must also bo considered that some&g 
the charcoal employed bjr Lyle 
be lost duo to atmospheric ootid 
during the preparation of the 
glass. In the absence of a fa 
showing of a critical difference in ; 
electrical resistance of applicr 
glass composition as compared to- 1 
o£ tine compositions taught by I# 
we are of the view that claim 11 < 
not patentable distinguish from 
reference* 

[1] Appellant contends that 
claims axe not anticipated by the I 
reference because (1) Lyle's eompoaii 
contains sulfur and carbon which 1 
excluded from appellant's composftig 
by the words "consisting essentially f 
and (2) Lyle's composition does not me 
the 1 % KflO limitation recited in 'a 
pellanVs claims. We will first consid 
the carbon and sulfur question, Appelli 
and the solicitor agree that the isauegj 
whether the introduction of sulfur ag 
carbon would materially change 
characteristics of appellant's inaulAt! B 

Slaaa. The solicitor would put the bti 
en of showing a material change 'J 
the appellant. The effect of "conslstii 
essentially of" was considered in In-.x 
Janakiraina-Rao, 60 CCPA 1312, 3* 
P.2d ©51, 187 USPQ 893, where, as in \ 
present case, the claims were directed f 6 
glass composition and the reference c 
tained some modifying components 
addition to those claimed by appellf 
The court found that appellant's g] 
had no basic or novel characteristics \ 
thus did not distinguish oyer the *$ 
erence. Thus, here appellant has f 
burden of showing the basic or no 
characteristics of his insulating gla 
He has met his burden by pointing jol 
in his specification and claims the gt& 
increase in resistance to gerforat 
resulting from hia composition! 

The Board cf Appeals and the soli 
tor contend that appellant baa furnish 
no evidence that a critical difference^: 
appellant's emphasized characterise 
would result from the introduction^ 
small amounts of Lyle's coloring agef 
charco I and sulfur. It is not clear wJj 
evidence they would require. The soP 
itor haa noted that an affidavit wh| 
the board did not consider conts 
nothing significant on this issue. It i 


be implied that the Patent Office would 
require appellant to duplicate the Lyle 
class and compare its resistance to per- 
foration with that of appellant's glass. 

[S] In the total absence of evidence 
in the record to indicate that the amber 


no 

justification for placing the burden on 
applicant to conduct experiments to de- 
termine the insulating properties of the 
colored glass disclosed by Lyle. Al- 
though there are only very slight dif- 
ferences between the Lyle composition 
and that sought to be patented, we can- 
not assume that these small differences 
are incapable of causing a difference 
m properties. Appellant, in showing 
that his glass has basic and novel prop- 
erties (at least as far as the record Is 
concerned), would appear to have met 
hla burden. 

Another difference between appel- 
lants glass and the Lyle glass is the 
K»0 content. Claim 11 calls for 1 to 
4% K,0. Lyle uses nephehne syenite, 
a KiO-containing rock, in forming his 
glass. The amount of IdO in the neph- 
ehne syenite apparently may vary 
greatly and thus ft is impossible to say 
Just how much ILO is present in the 
Lyle composition. Appellant contends 
that at least one type. ci nrohelhie sy- 
enite will introduce only 0.6% K.0 into 
the composition, The solicitor appar- 
ently concedes that the amount of K^O 
is uncertain* His position is, however, 
that even 0.6ft is enough to meet the 
claims because there is no proof that 
the range of 1 to t% is critical. There 
is no indication in the record that the 
examiner ever Questioned the cnticality 
of the range. The question, was appar- 
ently first raised by the board. After 
the board's decision, appellant filed an 
affidavit attempting to establish the 
crlticality of the 1-4% range. The board 
refused to consider the affidavit on the 
basis that no new rejection had been 
made and that the affidavit was not 
filed in time. The appellant does not 
dispute that ruling here. 

[31 In support of his position that 
in order for a claimed range to be vrlU 
ical the range must be disclosed as being 
critical, the solicitor cites In re Bour- 
don, 44 CCPA 740, 240 Md 
USPQ 823} In re Selmi st al., 83 CCPA 
1187. 156 96, 70 USPQ 107; In re 
Britton, 23 CCPA 726, 116 243, 47 
USPQ 265; In re Honnig, 89 CCPA 740, 
198 F.2d 191, 99 USPQ 136; In re Shoe- 
maker, 23 CCPA 1088, S3 F.2d 288, 29 
USPQ 209; and In re Greider, 29 CCPA 
1079, 139 F.2d 668, S4 USPQ 1S9, In 
Bom-don} Britton and Shoemaker, the 


issue was obviousness. Since the issue 
here is anticipation under 36 U.S.C. 
102, we do not feel that the language 
of those cases is applicable. In Selmi the 
claimed ranges of components in an 
alloy steel actually fell within the 
ranges of components of a prior art 
steel. This case is different because the 
claimed range actually differs from the 
prior art range. In Greider and Honnig, 
the prior art showed a product similar 
to that claimed and having the same 
alleged properties. In both eases, the 
court refused to attach any significance 
to a claimed range without a showing 
that the range caused an improvement 
over the prior art product, we do not 
have that situation here because there 
is no indication that the glass composi- 
tion of Lyle has desirable electrical in- 
sulating properties. Thus, we do not 
feel that the cases relied on by the 
solicitor permit us to disregard the 1 
to 4& limitation as immaterial. 

We agree with the solicitor that there 
is little support in the record for the 
range. In fact, as the solicitor has 
pointed out. there is no evidence in the 
record that the application as origin- 
ally filed specifically contained the 1 
to 4% limitation. This attack, however, 
appears to be directed to the sufficiency 
of the disclosure. Since no rejection un- 
der 35 U.S.C. 112 was made by the ex- 
aminer, that issue is not now before us. 

The claimed composition contains 1 
to 4% KiO, no sulfur, no carbon, and 
possesses insulating properties which, 
as far as the record indicates, have 
never been known in the prior art* The 
Lyle reference composition contains a 
small amount but likely less than 1% 
KiO plus sulfur and carbon as essen- 
tial components. It is an amber colored 
glass with no electrical insulating prop- 
erties disclosed. In view of these many 
differences, we hold that the Lyle com- 
position does not anticipate appellant's 
claims. 

We do not feel that a rejection based 
upon the premise that the differences 
between appellant's glass and the Lvle 
glass are Obvious can be sustained. Ad- 
mittedly, the differences are small, but 
Lyle is devoid of any suggestion of a 
glass embodying these differences- ,Thg 
examiner has failed to. suggest any 
reason fair ouil lUntf " carbon and sulfur 
from the Lyle glass. If one were making 
a colorless glass—free of carbon and 
sulfur, there would be little reason for 
using the Lyle formula since it was 
primarily designed to enhance color 
stability. In the absence of any show- 
ing why it would be obvious to modify 
Lyle's glens, a "10$ rejection" must be 
reversed. 
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Our discussion has beep directed 
primarily to claim 11, but th^ reason- 
ing applies also to claim S which >a 
Srom than claim 11 *^ *^**J 
board treated as not patentably distinct 

^The^deSaiofl of the Board of Appeals 
is thus reversed* 
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TRADEMARKS 

1* Cancellation— Mark and uso of parties 

Kegiatretion— Effeet (§ 67.747) 
RseiBtrant's registration constitutes 
prima facie evidence of its u^, 0 * reg- 
istered mark for named t goods since 
filing data of its application therefor; 
therefore, cancellation petitioner has 
buZ te catabUab . ta the first instance 
continuous use of term as a JwadmwK 
for its goods since at least prior to that 
date. 

2, Eridenee— Of use C9*7.SSW 

Priority of use of trademark may 
established by uncorroborated testimony 
of a sinrie wWs, if is effi- 
ciently circumstantial, definite, and other- 
wise convincing; however, testimony is 
insufficient where it is general in char- 
acter and is not corroborated by any 
documentary or physical exhibits. 

Trademark cancellation m No. S.04& by 
Infanaeat Company against Hanover 
Manufacturing Company, »ejfiPt^»on 
No. 681.659. issued May 13, 1955% Petition 
dismissed. 

Robert W, B, DICKerson, Murray Boa* 
insok, Carl B. Foxj Jr., Nto L Con- 
ley, Rn d JAMBS A. BAROFREDp, all 01 
Houston, Tax,, for Infanseat Company. 

Clarence A. O'Brien & Hajvey B. 
jACOBaoN, Washington, D.O., for Han- 
over Manufacturing Company. 

Before Leach, WAldstbeichbb, and Lbf- 
K0WJTZ, Members, 

Leach, Member. 
Infanseat Company has petitioned to 


cancel a registration o£ the mark 
"BABY SITTER" and certain merely 
a ncillar 7 ffeograpWcally deacriptiye 
working and design matter for an tar 
fanvTcbair with Indies * This regie, 
tration issued May 18, 1S58 to Hanover 
Manufacturing Company from an a> 
plication filed September 11, Jg57. 

It is in effect alleged in the petition 
that petitioner and petitioner's prede- 
cessors in business have for many years 
manufactured and sold Sn interstate 
commerce baby carriers under the 
Krk "BAfeY SITTER" t that petu 
tioncr or one of its prwJeeessora first 
used the said trademark for baby car- 
riers on or before November &, 1953; 
and that respondent's mark bo resembles 
that of petitioner as to bo hkely, wh«n 
applied to respondent's goods, to cause 
confusion or Mistake or to deceive. 

The record in this case consists of 
the pleadings, respondent's registration, 
and testimony and [documentary and 
physical exhibits adduced in behalf of 
petitioner. 

tl] Respondent's registration consti- 
tutes prima facie evidence of its use 
of the mark "BABY SITTER" for in- 
fant's chairs since September 11, 1957, 
the filing data of its .application there- 
for. American Throwing Company. Jnfc 
v. Famous Bathrobe Company Inc., ,116 
USPQ I6fi (CCPA, 1957). Peti- 
tioner, therefore, has here .been under 
the burden of establishing in the first 
instance continuous use of ..BAST 
BITTBB" as a trademark for its baby 
carriers since at least prior to that date* 
The president of the petitioner's cor- 
poration, the only witness offered in 
its behalf, has testified that .petitioner 
through predecessors in business, l-a., 
Infanseat Company, Inc., a corporation 
of whieh he was also ^resident, and 
Eldora Millwork and Manufacturing 
Company and Infanaeat Company, a co- 
partnership of which he was a partner, 
h*a been engaged in the sale of a com- 
bination baby carrier and baby seat 
Since 1951, and that petitioner and its 
said predecessors have, since Novem- 
ber a? 19BS. continuously applied the 
»ark "INFANSEAT" and the two- 
word mark "BABY SITTER" to every 
container in wbich its product has been 
marketed- This testimony, however, is 
quite general in character, and, at least 
insofar as it relates to the use of 
"BABY SITTER by petitioner or its 
predecessors since a date prior to re- 
spondent's record date, it is not corrob- 
orated by any of the domwnentary or 
nhyaieal exhibits made of record herein 
by petitioner. For example, copies ol 


ies invoices which are said to repre- 
M sales of petitioner's product under 
S mark "BABY SITTER" on Novem- 
ir 3, 1958 refer only to the mark 
;KFANSEAT M ; » coot °f a bm re- 
lived in October of 195S by the feat 
i petitioner's predecessors for the pur- 
kase of a die which is .said to nave 
I used by it to imprint the marx 
ijjsaBY SITTER" on the cartons for 
£g product refers only to the mark 
SSnPANSEAT"} an assignment which 
rports to transfer title to a number 
patents and trademarks from in- 
ns eat Company, Inc. to petitioner 
ikes no reference to the mark 
BABY SITTER"; and another assign- 
Lent which purports to transfer title 
the mark ''BABY SITTER" from the 
£fr B t of petitioner's predecessors to tiw 
£cond was executed on June 10. 1968. 
fridate subsequent to the institution of 
dbia proceeding. „ . . 

Tv£\ It is of course recogniaed that 
priority of use of a trademark may be 
WbUshed by the uncorroborated tes- 
timony of a single witness, if his tes- 
jiinony is sufficiently circumstantial, de* 
dte and otherwise convincing. In the 
Knreaent case, the testimony of petition- 
i£'s president is considered to xall far 
Sort of meeting these requirements, 
hence to be quite insufficient as 
roof of petitioner's use of "BABY 
«sITTEB" ^ a trademark since prior to 
Ipspondent's record date of use. 

Decision 
: The petition is dismissed. 

iv" 


m 

^ Patent Office Trademark Trial and 
Appeal Board 

>in r* Diamond National Corporation 
Decided Sept. 10,1964 

LDBMARKS 

Harks and names subject to ownership 

' Names — Corporations or partner* 

ships (3674213) 
^Although "Gardner" is part of trade 
L "ne "The Gardner Division," that in 
a<df» does not necessarily preclude 
Jardner" from being a trademark as 
Fell, since a name or pari of a name of 
f corporation or division thereof may be 
t trademark, trade name, ox both; how- 
ver, considering that label's moat promi- 
'"at feature is a symbol trademark, that 
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